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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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This is a decision on an appeal fromthe final rejection

of clainms 1 through 20. On page 1 of the brief, the

L Application for patent filed January 4, 1994,

1
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appel l ants have indicated that they are not appealing the
rejections of clains 1, 2, 4, 5, 8, 10 and 11. As a result,
we dism ss the appeal as to these clains thereby |eaving for
our consideration on this appeal clainms 3, 6, 7, 9 and 12
through 20. The only other clains in the application, which
are clainms 21 through 24, stand wi thdrawn from further
consi deration by the exam ner.

The subject matter on appeal relates to a coater
appar atus encl osure. This appeal ed subject matter is
adequately illustrated by dism ssed i ndependent claim 1 and
appeal ed clains 3 and 6 which depend therefrom A copy of
these clainms is set forth bel ow

1. A coater apparatus enclosure for enclosing the entire
coating applicator portion of a coating apparatus conprising:

an encl osure; and

means for continuously supplying solvent-saturated gas to
the encl osure to prevent premature drying of coating fluid.

3. The coater apparatus enclosure of claim1 further
conprising nmeans for controlling gas flow to the encl osure.

6. The coater apparatus enclosure of claim1 wherein the
sol vent-saturated gas includes a solvent which is a cosol vent
m xture in equilibriumw th the coating fluid.

The follow ng references are relied upon by the exam ner

in the rejections before us:
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Fronhei ser 4,835, 021 May 30, 1989

Cer man pat ent 4 316 402 Nov. 24, 1994
(German * 402)

(Research Disclosure), “Manufacturing of solvent-based i mage-
formng materials,” Research Disclosure, pp. 111-117 (1992).

Al'l of the appealed clains are rejected under the second
paragraph of 35 U.S.C. § 112 for failing to particularly point
out and distinctly claimthe subject matter which the
appel lants regard as their invention.

Claim6 stands finally rejected under 35 U S.C. § 102(b)
as being anticipated by Gernman ‘ 402. 2

Clains 3, 12 and 14 stand finally rejected under 35
U S C
8 103 as being unpatentabl e over German ‘402.°3

Claim 15 stands finally rejected under 35 U.S.C. 8 103 as

bei ng unpatentabl e over German ‘402 in view of Fronheiser.

2 By an apparently inadvertent error, the exam ner in her
answer has included claim14 in this rejection. W wll
consider this rejection to not include claim14 in order to be
consistent wwth the final rejection.

3 Again by an apparently inadvertent error, the exam ner
in her answer has excluded claim 12 and included claim15 in
this rejection. W wll consider the rejection to include
claims 3, 12 and 14 as noted above in order to be consistent
with the final rejection
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Lastly, clains 7 and 9 stand finally rejected under 35
U S.C. 8 103 as being unpatentable over German ‘402 in view of
Research Di scl osure.

W refer to the brief and to the answer for a conplete
exposition of the opposing viewoints expressed by the
appel l ants and by the exam ner concerning the above noted
rejections.

OPI NI ON

For the reasons which follow, we will sustain only the
section 102 rejection of claim6 and the section 103
rejections of clains 3, 12, 14 and 15.

Concerning the section 112, second paragraph, rejection,
the exam ner argues “[c]lainms 3, 6-7, 9 and 12-20 are vague
and indefinite since applicant recites the relationship of the
el ements of the coating applicator or coating apparatus yet
applicant has failed to claimthe enclosure in conbination
with the coating applicator and backup support” (answer, pages
7-8). From our perspective, the appeal ed clains circunscribe
a particular area with a reasonabl e degree of precision and
particularity vis a vis whether the area of a given claimis

directed to an enclosure or an enclosure in conbination with
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ot her apparatus elenents. |In re Mwore, 439 F.2d 1232, 1235,

169 USPQ 236, 238 (CCPA 1971). The exam ner has proffered no
cogent rationale in support of a contrary view. It follows
that we will not sustain her section 112, second paragraph,
rejection of the clainms before us.

As for the section 102 rejection of claim®6, we agree
with the exam ner that the cosolvent m xture recitation of
this claimfails to distinguish over the apparatus disclosed
in the German reference. According to the appellants, this
claim6 recitation “is a restriction on the clainmed coater
apparatus and structurally Iimts the apparatus claint (brief,
page 8). This is incorrect as a matter of law. See, for

exanple, In re Casey, 370 F.2d 576, 580, 152 USPQ 235, 238

(CCPA 1967) (manner or nmethod in which a machine is to be
utilized is not germane to patentability of the machine
itself). W shall, therefore, sustain the rejection of claim
6 under 35 U. S.C. 8 102(b) as being anticipated by Gernman
“402.

W w il also sustain the section 103 rejection of clains
3, 12 and 14 as being unpatentabl e over German ‘402. The

appel l ants argue that “[c]lains 3 and 14 both require ‘neans
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for controlling the gas flow to the enclosure’” and that
“[t]his is not disclosed in nor obvious fromthe Gernman
reference” (brief, page 7). This argunent is factually
erroneous and therefore unpersuasive in tw respects. 1In the
first place, only claim3 requires such a control neans; claim
14 plainly does not. Secondly, and in any event, the Gernman
ref erence unquestionably discl oses such a control neans (e.g.,
see element 8 of the drawing and the third full paragraph on
page 3 of the German translation of record). Wth the respect
to claim12, we sinply disagree with the appellants’ argunent
that it would not have been obvious to provide the apparatus
of the German reference with an access door as required by
this claim In our opinion, one with ordinary skill in the
art woul d have been notivated and found it obvious to provide
box 23 of the German apparatus with a door in order to obtain
access to the apparatus conponents within the box for purposes
of service such as cleaning, repair or replacenent.

Mor eover, we are unconvi nced by appel |l ants’ argunent
concerni ng the vacuum chanber feature of claim15.
Significantly, this argunent addresses only the Gernman

reference rather than the conbi nati on of the German and
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Fronhei ser references upon which the rejection is based. It
is well settled that applicants can not show nonobvi ousness by
attacking references individually where, as here, the
rejection is based on a conbination of references. In re
Young, 403 F.2d 754, 757, 159 USPQ 725, 728 (CCPA 1968).
Additionally, the appellants remark that “fromthe Figure in
the German reference, it is not obvious that a vacuum box
could be physically inserted into it at all” (brief, page 11).
Nevertheless, it is also well settled that, to justify

conmbi ning reference teachings in support of a rejection, it is
not necessary that a device (such as the vacuum box of

Fronhei ser) shown in one reference can be physically inserted
into the device shown in the other reference (i.e., German

“402). In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Accordingly, the section 103 rejection of claim
15 as bei ng unpatentabl e over German ‘402 in view of
Fronhei ser |likewise will be sustained.

However, we can not sustain the exam ner’s section 103
rejection of clainms 7 and 9 as bei ng unpatentabl e over Gernman
402 in view of Research Disclosure. As correctly indicated

by the appellants, the applied references sinply do not show
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and thus woul d not have suggested the packed col um/w ck
feature of claim7 or the first and second heat exchangers
feature of claim9. |In essence, the exam ner’s obvi ousness
conclusions with the respect to these clains |ack the

evidentiary support required to establish a prim facie case

of obvi ousness.

As a final matter of concern, we observe that the first
and final Ofice actions of record in this application have
been di sassenbl ed and then m spl aced or reassenbled in an
i nappropriate manner. Upon return of this application to the
jurisdiction of the Exam ning Corps, these Ofice actions
shoul d be reconstructed so as to restore the filed record to
its proper official condition.

The decision of the examner is affirned-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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